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REMARKS/ARGUMENTS 

Claims 13, 28-31, and 33-77 are pending in the above-captioned application. 
Claims 13, 28-31, and 33-45 stand rejected. Claims 46-77 have been withdrawn from further 
consideration. With this paper, claims 13, 29-3 1, 33, and 34 have been amended; claim 78, 
which duplicated claim 77, has been canceled; and claims 79-81 have been added, 

I. Claim Interpretation 

The Examiner states on page 2 of the current Office action, "Structurally applicant 
admits that a venting element is equivalent to a cavity or channel." Applicants have made no 
such admission. A venting element may comprise a cavity or a channel, but the cavity or 
channel must have certain structural characteristics when disposed in a fabrication element, 
which is the environment in which the venting element is claimed by Applicants in independent 
claims 13 s 29, and 79, in order to be a venting element. 

According to Merriam-Web&ter's Online Dictionary, Wth Edition, the term "vent" 
used as a noun means *'an opening for the escape of a gas or liquid or for the relief of pressure." 
When used as a verb, "vent" means "to serve as a vent for" or "to relieve by means of a vent." 
The American Heritage® Dictionary of the English Language, Fourth Edition, specifically 
defines "venting" as "to release or discharge (steam, for example) through an opening' 1 or "to be 
released or discharged through an opening." Applicants make clear throughout the specification 
that their use of the term Renting" is in keeping with these definitions. Therefore, by the very 
definition of the term ^venting," a fabrication element comprising a venting element is structured 
such that the venting element is capable of releasing or discharging a gas or liquid. This is not 
simply an intended use, but a structural requirement for the fabrication element that distinguishes 
Applicant's claimed fabrication element from anything taught by the cited references. 

Nonetheless, the claims have been amended to more particularly point out and 
distinctly claim Applicants' invention. The limitation "the venting element having no fluid 
communication with functionalized regions of the fabrication element'* has been added to 
independent claims 13 and 29. Support for the limitation can be found on page 12, lines 27-29; 
on page 13, lines 9-13; on page 14, lines 1 1-13; on page 14 line 32 through page 15 line 3; on 
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page IS, lines 8-1 1; on page 19, lines 1 and 2; on page 24, line 2; as well as in Figures 2A, 2B, 3, 
4, 5, 7, and 8. Thus, no new matter has been added. 

The limitations "formed by bonding together at least a first and a second 
substrate" and "to vent bond voids between the bonded substrates" have been added to claim 13 
to improve readability of die claim. Support for these limitations can be found throughout the 
specification. 

Claim 29 has been further amended to delete the offending phrasing "wherein the 
at least one venting element comprises at least one venting channel network, a plurality of 
venting cavities, or both " The deleted limitations now reside in the specific dependent claims to 
which they apply or in new claims 79 and 80, which capture a portion of the material eliminated 
from claim 29. The dependent claims have been amended to eliminate antecedent issues. 

n. Claim rejection under 3 5 U.S.C. 5 102fb> as being anticipated bv Sethi at al. 
(US 4,891,12,0) 

Claim 13 was rejected under 35 U.S.C. § 102(b) as allegedly being anticipated 
by Sethi et al. (US 4,891,120), This rejection is respectfully traversed. "[F]or anticipation under 
35 U.S.C, § 102, a single reference must teach every aspect of the claimed invention either 
explicitly or impliedly. Any feature not directly taught must be inherently present." MPEP 
§ 706.02. "The identical invention must be shown in as complete detail as is contained in the . . . 
claim." Richardson v. Suzuki Motor Co., 868 F,2d 1226, 1236, USPQ2d 1913, 1920 (Fed. Cir. 
1989). 

At a minimum, Sethi et al. do not teach a fabrication element comprising a body 
structure having at least one venting element, "the venting element having no fluid 
communication with fiinctionalized regions of the fabrication element;' On page 4 of the Office 
action, the Examiner states that longitudinal channel 1 of Sethi et al. is equivalent to the venting 
element claimed by Applicants. The Examiner describes channel 1 as "being capable of 
containing a predetermined volume of a liquid or solid material for a chromatography test or 
separation procedure, the channel carrying at least one electrode 6 positioned intermediate the 
channel ends." Thus, channel 1 is structurally a functionalized region by virtue of the presence 
of the electrode as well as the intended function of the structure as a channel for performing a 
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procedure. No portion of channel 1 can be described as "having no fluid communication with 
functionalized regions" of a body structure. 

Thus, Sethi et al. do not teach every aspect of the claimed invention either 
explicitly or impliedly, nor do they show the identical invention claimed by Applicants in 
independent claim 13. Withdrawal of the rejection of claim 13 under U.S.C. § 102(b) as being 
anticipated by Sethi et al. is, therefore, respectfully requested. 

Claim rejections under 35 U.S.C. S 102^ as beinp anticipated by Dubrow et al, 
flJS_6,756,019> 

Claims 13, 28-31, and 33-45 were rejected under 35 U.S.C. § 102(e) as allegedly 
being anticipated by Dubrow et al. (US 6,756,019). This rejection is respectfully traversed. 

With regard to independent claims 13 and 29, at a minimum Dubrow et al. do not 
teach a fabrication element comprising a body structure having at least one venting element, 'the 
venting element having no fluid communication with functionalized regions of the fabrication 
element/' The limitation in quotation marks has been added to claims 13 and 29 to more 
particularly point out and distinctly claim Applicants' invention. As demonstrated above, ample 
support for the limitation can be found throughout the specification. 

Apertures 106 of Dubrow et al, are both described and illustrated as having fluid 
communication with microfluidic channels, which are components of functionalized regions as 
defined by Applicants on page 17, line 6, of the specification. The microscale channel network 
of Dubrow et al. is itself a functionalized region, no part of which can be described as "having no 
fluid communication with functionalized regions" of a body structure. 

Thus, Dubrow et al. do not teach every aspect of the claimed invention either 
explicitly or impliedly, nor do they show the identical invention claimed by Applicants in 
independent claims 13 and 29. Withdrawal of the rejections of claims 13 and 29 under U.S.C. 
§ 102(b) as being anticipated by Dubrow et al. is, therefore, respectfully requested, 

Claims 28, 30, 31, and 33-45 depend directly or indirectly from independent 
claim 29. Therefore, Applicants respectfully submit that these claims are allowable for at least 
the same reasons as set forth herein with respect to independent claim 29, Withdrawal of the 
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rejection of dependent claims 28, 30, 31, and 33-45 under U.S.C, § 102(e) as being anticipated 
by Dubrow et al. (US 6,756,019) is respectfully requested. 



Applicants wish to point out that claim 79 has been added. The limitations of the 



claim were either previously presented in the claim set or have been supported above. Thus, no 
new matter is added with this claim. With regard to the allowability of this claim, at a minimum, 
none of the cited references teaches a "venting channel network having no fluid communication 
with functionalized regions" of a fabrication element. 



Concision 

For the foregoing reasons, Applicants believe all the pending claims are in 



condition for allowance and should be passed to issue. If the Examiner feels that a telephone 
conference would in any way expedite the prosecution of the application, please do not hesitate 
to call the undersigned attorney. 



CALIPER LIFE SCIENCES, INC. 
605 Fairchild Drive 
Mountain View, CA 94043 
pirect: 650,623-0667 
Fax: 650-623-0504 
ann.petersen ® caliperLS .com 



CERTIFICATE OP TRANSMISS ION OR MATTING 

J hereby certify tfiqc This correspondence is being facsimile tnmsntfTred ro the USPTO or Uepogiwd with tfie 
United States Postal Service as First Class Mail in an envelope addressed to: Commissioner for Patents, 
P.O. Box 1450, Alexandria, VA 22313-1450 on February 9, 20Qtf by Ann C. Petersen. 

Siened: . 
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